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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
eamed patent temi adjustment. See 37 CFR 1.704(b). 
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Disposition of Claims 

4) ^ Claim(s) 1-24 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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a)n All b)n Some * c)^ None of: 
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application from the International Bureau (PCT Rule 17.2(a)). 
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1. Claims 1-24 are pending. Claims 1, 11, 14, 17 and 24 are independent. 

2. Applicant's arguments with respect to claims 1, 3-6. 14, 15, 17, 18. 22, and 23 
have been considered but are moot in view of the new ground(s) of rejection. 

3. Claims 7, 8, 16, 19-21 . and 24 are objected to because of the following: 

In claim 7, line 1, "each slidable members" is not grammatical. Please note that 
"(Original)" is used to describe the version of claim 7 filed March 22, 2004, but the 
version of claim 7 presented in the amendment filed March 22, 2004 is not the "original" 
version. 

Claim 8 is objected to as being dependent upon objected claim 7. 

In claims 16 and 19, "The method as defined in claim 15 wherein prior to said 
detemnining step further comprising" and "The method as defined in claim 18 wherein 
prior to said determining step further comprising" are not grammatical. 

Claims 20 and 21 are objected to as being dependent upon objected claim 19. 

In claim 24, lines 3-4, "said method comprising the steps of is improper. The 
claim is an apparatus claim, not a method claim. Further, the "means for scanning the 
scanable portion" and the "means for scanning said entire scanable surface" are 
believed to be the same means. It looks like claim 24 is written by rewriting the method 
claim 14 into an apparatus claim. However, the last two steps of claim 14 are proper, 
but the last two "means" in claim 24 are not since the two "means" are the same thing. 
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4. The following is a quotation of 35 U.S.C. 103(a) which fomns the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1 , 3-6, 1 0, 1 4, 1 5. 1 7, 1 8, and 23 are rejected under 35 U.S.C. 1 03(a) as 
being unpatentable over Kurata et al. (U.S. Patent No. 4,518,999). 

Regarding claim 1 , Kurata et al. discloses an apparatus comprising a (first) set of 
slidabte cursors (23 and 24) slidably moved in the Y-direction (defined to be the main 
scanning direction) for defining positions (coordinates) of a scan area along the Y- 
direction. The X-direction is defined to be the subscanning direction of the apparatus in 
which the image reading unit (29) is moved during scanning. The set of slidable cursors 
are located on an axis that is parallel to the Y-direction. The set of cursors generate 
signals indicative of the coordinates corresponding to the first set. Note that the 
electronic circuit section (Fig. 5) generates signals or positional data (47, 61 , etc.) with 
respect to the starting point and end point in the Y-direction (col. 3, line 39 - col. 4, line 
47). 

Further, a control interface is inherent in the electronic circuit section (Fig. 5) that 
initiates and controls a scan operation responsive to a scan signal received (from start 
button, col. 4, line 1+). The coordinate indicating signals (positional data) are 
communicated to the inherent control interface (col. 4, lines 1-61 ). 

With respect to the claimed second set of slidable members, the feature about 
the "another mechanism" for the X-direction described in paragraph of Kurata et al. at 
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col. 4, lines 48-54 does not seem to meet the claimed second set of slidable members, 
although the "displacing of the reading unit 29 in the X-direction is initiated so that the 
reading of original document from a part designated with respect to this direction by 
another mechanism is performed." However, the idea of designating a reading range in 
both the X and Y directions using cursors movable in the X and Y direction is not novel 
and Is taught by Kurata et al. in background of the invention (col. 1 , lines 23-64, Fig. 1). 
The set of cursors (3 and 4) movable along the axis in the X-direction corresponds to 
the claimed second set of slidable members. One of ordinary skill in the art would have 
realized that advantage of employing two sets, the first set and second set, of slidable 
members or cursors over using only one set, which is to permit the user designate 
reading ranges in both the main scanning and subscanning direction. Therefore, it 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to provide the apparatus of Kurata et al. with a second set of slidable cursors or 
members as taught by the background (prior art) of Kurata et al. in order to allow 
designating of a reading range in the X or subscanning direction. 

Regarding claims 3 and 4, according to Fig. 3 of Kurata et al., the first set of 
cursors (slidable in the Y-direction or main scanning direction) comprises two cursors 
that are located and retained in a first recess (Figs. 3 and 4) extending along the Y- 
direction or Y-axis. The two cursors are independently slidable. The positional 
difference between the two cursors is one dimension of the scan area. Based on the 
reasons of obviousness given above for claim 1 with respect to the second set of 
slidable members, it would have been obvious to one of ordinary skill in the art at the 
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time the invention was made to also provide a second recess to retain the second set of 
cursors or members, the second recess extending along the X-direction or subscanning 
direction so that the second cursors are property located in the apparatus. Please note 
that the second cursors are also independently slidable in the X-direction, and it would 
have been obvious to one of ordinary skill in the art that the positional difference 
between these two cursors is a dimension of the scan area in the X-direction. 

Regarding claim 5, the claimed feature is taught be Kurata et al. According to 
Fig. 4, the cursors (23 and 24) comprise a relatively flat bar that extends from its 
respective recess a substantial distance onto the scanable surface of document glass 
(21 in fig. 4) to enable a user to closely identify the location of the coordinate or position 
being defined. 

Regarding claim 6, the claimed claims "a pointer". The cursor (23 or 24) having a 
pointing or protruding portion (23B or 24B) reads on the claimed "pointer". 

Regarding claim 10, the start button (not shown) of Kurata et al. (col. 4, line 4) 
reads on the claimed switch. 

Regarding claim 14, the claim has been amended such that the scan area 
includes "at least two X coordinates and at least two Y coordinates". A method 
corresponding to the obvious apparatus of Kurata et al. discussed for claim 1 meets all 
claim limitations. Note that the defined scan area of the obvious apparatus of Kurata et 
al. has two X coordinates and two Y coordinates, and the controller inherently 
determines whether the defined scan area is the entire scan area or just a portion of the 
entire scan area and controls the scanning depending on the result of detemiination. 
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Regarding claim 17, the claim has been amended such that the scan area 
includes "a plurality of X and Y coordinates". A method corresponding to the obvious 
system of Kurata et al. discussed for claim 1 meets all claim limitations. Note that the 
plurality of cursors (which include cursors 23 and 24 arranged along the Y axis and the 
obvious cursors arranged along the X axis) constituting a positioning apparatus for 
defining a plurality of X and Y coordinates of the scan area reads on the claimed 
positioning apparatus having a plurality of member for defining a plurality of X and Y 
coordinates of the scan area. 

Regarding claims 15 and 18, in Kurata et al., turning off the apparatus disables 
such functionality as claimed, and turning on the apparatus enables such functionality. 

For claim 23, see discussion for claim 14, for claim 23 reciting limitations similar 
to those of claim 14. 

6. Claim 22 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kurata 
et al. (U.S. Patent No. 4,518,999) in view of well known art. 

Regarding claim 22, Kurata et al. discussed for claim 17 above does not 
specifically disclose sending a constructed digital file of the scan area to a previously 
specified destination. However, Kurata et al. in the background of the invention section 
states "The present invention relates to a picture image position setting apparatus 
useful in ... picture transmitting or in electronic editing." The examiner took Official 
Notice of the fact that creating a digital file using a scanned image, be it the whole 
image or a partial image, and sending the file to a previously specified destination is 
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well known in the art. Since the invention of Kurata et al. is related to image 
transmitting, it is well known to send data in a digital file form. It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to construct 
a digital file of the scan area of Kurata et al. and send the digital file to a pre-specified 
destination as is well known in the art to enable remote processing or viewing of the file. 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

8. Claim 24 is rejected under 35 U.S.C. 102(b) as being anticipated by Kurata et al. 
(U.S. Patent No. 4,518,999). 

Claim 24 has not been amended in the amendment filed March 22, 2004 to 
include limitation(s) with respect to the "X" axis, which is added to other independent 
claims 14 and 17. Further, besides the statement "claims 1-24 are now pending in this 
application" at the beginning of the remarks/arguments, there is no argument or 
discussion of independent claim 24 at all. Claim 24 limitations are still met by Kurata et 
al. 

As claim 24 is understood (see objection to claim 24 above), the system of 
Kurata et al. still meets all limitations of claim 24. Kurata et al. discloses a system 
comprising a (first) set of slidable cursors (23 and 24) slidably moved in the Y-direction 
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(defined to be the main scanning direction) for defining positions (coordinates) of a scan 
area along the Y-direction. The X-direction is defined to be the subscanning direction of 
the apparatus in which the image reading unit (29) is moved during scanning. The set 
of slidable cursors are located on an axis that is parallel to the Y-direction. The set of 
cursors generate signals indicative of the coordinates corresponding to the first set. 
Note that the electronic circuit section (Fig. 5) generates signals or positional data (47, 
61 , etc.) with respect to the starting point and end point in the Y-direction (col. 3, line 39 
- col. 4, line 47). 

Further, a control interface is inherent in the electronic circuit section (Fig. 5) that 
initiates and controls a scan operation responsive to a scan signal received (from start 
button, col. 4, line 1+). The coordinate indicating signals (positional data) are 
communicated to the inherent control interface (col. 4, lines 1-61). Note that the 
plurality of cursors (23, 24) constituting a positioning apparatus for defining the scan 
area reads on the claimed positioning apparatus having a plurality of members for 
defining said scan area. The controller inherently determines whether the defined scan 
area is entirely within the scanable surface of the scanner or just a portion of the 
scanable surface. 



9. Claims 11-13 are allowed. 
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10. Claims 2 and 9 are objected to as being dependent upon a rejected base claim, 
but would be allowable If rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

1 1 . Claims 7. 8, 16, and 19-21 would be allowable if rewritten to overcome the 
objection(s) set forth In this Office action and to include all of the limitations of the base 
claim and any intervening claims. 

12. The following Is an examiner's statement of reasons for allowance: 

Claim 2 would be allowable because Kurata et al. does not disclose a generally 
L-shaped housing to which the first and second sets of slidable members are attached. 
Further, the slidable members or cursors of Kurata et al. is used with the standard 
scanner but do not belong to an apparatus having the generally L-shaped housing 
which is an external attachment to the standard scanner as claimed. 

Claims 7 and 8 would be allowable because the first set or the second set of 
slidable members (cursors) of the obvious apparatus of Kurata et al. does not comprise 
four members having their relative positional limitations as claimed. Each set of slidable 
members or cursors of the obvious apparatus Kurata et al, has only two cursors. 

Claim 9 would be allowable because Kurata et al. does not disclose a conductor 
as claimed. 
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Claim 1 1 and its dependent claims 1 2 and 1 3 are allowable over the prior art of 
record including Kurata et al. because the prior art does not disclose a combination of 
the claimed positioning apparatus and the control interface in addition to the scanner, 
the positioning apparatus having a plurality of coordinate specifying members for 
defining coordinates which together can specify a valid bounded scan area on the scan 
surface of the scanner, and generating signals that identify the coordinates for 
controlling the initiation and completion of a scan operation of the scanner. The 
apparatus of Kurata et al. does not disclose a "positional apparatus" and "control 
interface" as claimed in addition to the scanner. The scanner of Kurata et al. comprises 
the slidable cursors (23, 24). The slidable cursors alone are not considered to 
constitute a positioning apparatus since the cursors alone do not generate signals that 
identify the coordinates as claimed in claim 1 1 . 

Claims 16 and 19 would be allowable because Kurata et al. does not disclose the 
claimed steps related to "functionality" being enabled or not enabled since in the 
rejection of claims 15 and 18, the '^functionality" is being enabled or disabled when the 
apparatus is turned on or turned off, respectively. 

Claims 20 and 21 depend upon claim 19. 

Any comments considered necessary by applicant must be submitted no later 
than the payment of the issue fee and, to avoid processing delays, should preferably 
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accompany the issue fee. Such submissions should be clearly labeled "Comments on 
Statement of Reasons for Allowance." 

13. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cheukfan Lee whose telephone number is (703) 305- 
4867. The examiner can normally be reached on 9:30 a.m. to 6:00 p.m., Mon-Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward L. Coles can be reached on (703) 305-4712. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Infomriation regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infomnation for unpublished applications is available through Private PAIR only. 
For more infomnation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Cheukfan Lee 
May 21, 2004 




